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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 16-19 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Certain steps recited in disclosed claims 16-19 (copied from claims 1-4 of U.S. 
Patent No. 6,416,408) are not supported by the specification of the present invention 
(U.S. Patent No. 5,830,063). Claims 16-19 recite the step of "allocating a multiplier 
value to the group participation wagering game, said multiplier value allocated from a 
plurality of multiplier values". There is no recitation and/or support for this step in the 
specification of the present invention. 

Also claims 16-19 recite the step of "each entrant in the group participation 
wagering game who achieved a winning outcome in the individual participation 
wagering game is guaranteed to have said multiplier applied to said individual prize 
amount". There is no recitation and/or support for this step in the specification of the 
present invention. 
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Also claims 16-19 recite the step of "determining a total prize amount for each 
said entrant wherein each said entrants total prize amount is equal to said entrant's 
individual prize amount multiplied by said multiplier value". There is no recitation 
and/or support for this step in the specification of the present invention. 

It is not clear why the Applicant is attempting to provoke an interference in this 
case. It is clear from the Examiner's position that claims 1-4 in U.S. Patent No. 
6,416,408 are different in scope and not supported by the specification of the present 
invention (U.S. Patent No. 5,830,063). 

Double Patenting 

3. Claim 20-27 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-27 of U.S. Patent No. 5,830,063. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because claims 20-27 of the present application recite similar steps as 
claims 1-27 of the Patent. 

4. Claims 20-27 of the present application recite "A method of playing a collateral 
wagering game in combination with a standard wagering game" while claims 1-27 of 
the Patent recite "A method of playing a gambling game and a collateral game". 

5. Claims 20-27 of the present application recite the steps of "making a wager by a 
player on an outcome of the standard wagering game, with said player also participating 
in the collateral wagering game" and "allocating a prize value to the collateral wagering 
game based upon the winning outcome in the standard wagering game". These steps 
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are similar to the steps of "the amount invested by an individual player and a total 
amount invested by all players in the collateral game, said total amount invested being 
an amount invested by all players of the collateral game" in claims 1-27 of the Patent. 

6. Claims 20-27 of the present invention recites the step of "determining whether 
the outcome of the standard wagering game comprises a winning outcome for said 
player, wherein a prize amount for the standard wagering game is determined when the 
winning outcome is achieved in the standard wagering game". This step is similar to 
"playing said gambling game, and if player receives a winning result, paying all players" 
recited in claims 1-27 of the Patent. 

7. Claims 20-27 of the present invention recite the step of "paying said player said 
prize amount as determined in the standard wagering game and said total prize value 
for the collateral wagering game said player is entitled to receive". This step is similar to 
"paying all players that entered the collateral game related to the selecting of the 
winning result, a share of an available monetary award for said winning result" recited in 
claims 1-27 of the Patent. 

8. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1 .321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. Claims 20-27 are rejected under 35 U.S.C. 102(b) as being anticipated by Jones 

553'. 

The patent to Jones 553' discloses a method of playing a collateral wagering 
game, bonus game, in combination with a standard wagering game, poker game. The 
game may be played by a group of six players, col. 2, lines 56-61 . To play Jones 553' 
game each player makes a wager in the ante area 14, on an outcome of the poker 
game with the player also participating in the bonus game, col. 3, lines 8-9. If a player 
achieves a winning outcome in the poker game, a prize amount, one-to one odds, is 
paid to the player, col. 4, lines 1-4. Each player that wants to continue playing the poker 
game places an additional wager or bet in the bet area 16, col. 3, lines 41-45. A prize 
value to the bonus game is allocated based upon the winning outcome in the poker 
game, see Bonus Payment Odds, col. 4, lines 15-24. If a player's winning outcome 
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exceeds a minimum win level, Two Pair or better, the player is paid a total prize value 
for the bonus game, see Bonus Payment Odds. The total prize value is determined by 
multiplying the prize value allocated (Bonus Payment Odds 2-to-1 to 250-to-1) by a 
number of winning shares (bet placed on bet area 16) the player has in the bonus 
game, col. 4, lines 5-24. 

1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

12. Claims 16-19 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Celona. 

The patent to Celona discloses a method of playing a collateral wagering game, 
jackpot game, in combination with a standard slot machine game. The game may be 
played by a group of players, col. 4, lines 16-18. To play Jones Celona's game each 
player makes a wager in the slot machine 104, col. 4, lines 18-20, on an outcome of the 
slot machine game. Each player also making an additional wager to participate in the 
jackpot game, col. 4, lines 21-25. If a player achieves a winning outcome in the slot 
machine game, a prize amount is paid to the player, col. 4, lines 38-42. A prize value to 
the jackpot game is allocated based upon the winning outcome in the slot machine 
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game, col. 4, lines 43-48. The player is paid a total prize value for the bonus game. 
The total prize amount for each player is based, at least in part, upon the individual 
prize amount for the slot machine game, col. 4, lines 48-56. Each player is paid the 
total prize amount each player is entitled to receive. The total prize amount for each 
player comprises adding the individual prize amount won by each player in the slot 
machine game to the prize value in the jackpot game multiplied by a number of winning 
shares owned by each of the players in the jackpot game, col. 4, lines 59 to col. 5, line 
3. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Benjamin H. Layno whose telephone number is (571) 
272-4424. The examiner can normally be reached on Monday-Friday, 1st Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eugene Kim can be reached on (571)272-4463. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Benjamin H. Layno 
Primary Examiner 
Art Unit 3711 
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